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An Organization for the 
Protection of Trade-Marks and Trade Names 





The United States Trade-Mark Association, organized in 1878 and incorporated 
in 1887 as a non-profit organization under the laws of the State of New York, 
performs the following services for its members: 


LIBRARY OF TRADE-MARK INFORMATION 





During its sixty-three years of existence the Association has been accumulating compre 
hensive records, files and a general library of information on trade-mark matters. Members ot 
their counsel have access to these records at any time. 


DISTRIBUTION OF TRADE-MARK INFORMATION 





From the trade-mark data on hand and constantly being gathered on state, federal and foreign 
law enactments, rules and regulations of administrative bodies, court decisions, articles and 
addresses by authorities, the Association by means of its formal publications, such as “The Trade- 
Mark Reporter,” “Master Index and Digest to the Trade-Mark Reporter (1911-1936),” and 
frequent “Legal Reports,” distributes valuable and timely trade-mark information and discussion 
among its members. 


LEGISLATIVE ACTIVITIES 





In all cases where manufacturers are confronted by proposed state, federal or foreign trade- 
mark laws, rules and regulations of administrative bodies or laws deemed adverse to their 
interests, the Association places its facts and findings at the disposal of the trade-mark owners 
concerned so that they can point out to lawmakers and others the harmful features and effects of 
such measures. Conversely, the same procedure is followed for measures deemed beneficial and 
constructive. 


SPECIAL SERVICES 





In addition to the foregoing general services, the Association is prepared to perform various 
special services free for members, or at cost when outlays of money or unusual expenditures 
of the staff’s time are involved. 

These special services consist of investigations of fact, trade-mark searches, notifications, filing 
and publication of slogans and all similar matters which do not involve or imply the practice 
of law. 


SOUND POLICIES AND PRACTICES 





The activities of the Association are at all times planned and supervised by a strong Board 
of Directors composed of important trade-mark owners whose efforts are supplemented and 
guided by able committees composed of business men and trade-mark attorneys. This makes 
the Association’s services of exceptional value to members. 
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PART I 


PROPOSED AMENDMENTS TO THE REVISED LANHAM BILL, 
H. R. 5461, APPROVED BY THE AMERICAN BAR ASSOCIATION 


By Wallace H. Martin 
Of the New York Bar 


Chairman, Trade Mark Committee American Bar Association 


The present Trade-Mark Bill, H. R. 5461, which was introduced by Con- 
gressman Lanham on July 31, 1941, incorporates, with a few minor modifications, 
the April 28, 1941 revision of the earlier Lanham Bill, H. R. 102 by the so-called 
Coordination Committee. This Committee, made up of individuals from practically 
all the various committees interested in trade-mark legislation, had succeeded in 
composing the divergent viewpoints of the American Bar Association Trade-Mark 
Committee and the proponents of the earlier Lanham Bill. 

Following the work of the Coordination Committee, the A. B. A. Committee 
was engaged in almost continuous correspondence with reference to further revision 
of the bill. The Committee met in New York on July 31, 1941 and, finally, in 
Indianapolis on September 28 and 29, 1941, to consider the amendments to be 
reported to the meeting of the Section on Patents, Trade-Marks and Copyrights. 
At the last Committee meeting several persons, not members of the Committee but 
interested in the proposed amendments, appeared and made helpful suggestions. 
On September 30 the amendments proposed by the Trade-Mark Committee were 
submitted to the Section. Practically all the important amendments were discussed 
at length. The Section, and later the Association, approved all the amendments 
proposed by the Committee and, in addition, a further amendment to Section 21 
submitted on the floor. 

It is our purpose here to set forth the proposed amendments and then the 
reasons for their proposal, followed by a brief discussion of Section 15, one of the 
controversial features of the bill. 

The amendments to H. R. 5461 approved by the American Bar Association are 
as follows: 


Sec. 15. Except on a ground for which application to cancel may be filed at any time under 
Subsection (c) of Section 14 of this Act, and except to the extent, if any, to which the use of 
a mark registered on the principal register infringes a valid right acquired under the law of any 
State or Territory by use of a mark or trade-name continuing from a date prior to the date of the 
publication under this Act of such registered mark, the right of the registrant to use such 
registered mark in commerce for the goods or services on or in connection with which such 
registered mark has been in continuous use for five consecutive years subsequent to the date 
of such registration and is still in use in commerce, shall be incontestable, provided: 

(1) There has been no final decision adverse to registrant’s claim of ownership of such 
mark for such goods or services, or to registrant’s right to register the same or to keep the 
same on the register; and 

(2) There is no proceeding involving said rights pending in the Patent Office or in a court 
and not finally disposed of; and 
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(3) That an affidavit is filed with the Commissioner within one year after the expiration of 
any such five-year period setting forth those goods or services stated in the registration on or in 
connection with which such mark has been in continuous use for such five consecutive years and is 
still in use in commerce, and the other matters specified in Subsections (1) and (2) hereof. 

That, subject to the conditions above specified in this Section, the incontestable right with 
reference to a mark registered under this Act shall apply to a mark registered under the Act 
of March 3, 1881, or the Act of February 20, 1905, upon the filing of the required affidavit with 
the Commissioner within one year after the expiration of any period of five consecutive years 
after the date of publication of a mark under the provisions of Subsection (c) of Section 12 
of this Act. 


The Commissioner shall notify any registrant who files the above prescribed affidavit of the 
filing thereof. 


Sec. 32. (1) Any person who shall, in commerce, (a) use, without the consent of the 
registrant, any reproduction, counterfeit, copy, or colorable imitation of any registered mark in 
connection with the sale, offering for sale, or advertising of any goods or services on or in 
connection with which such use is likely to cause confusion or mistake or to deceive purchasers 
as to the source or origin of such goods or services; or (b) reproduce, counterfeit, copy, or 
colorably imitate any such mark and apply such reproduction, counterfeit, copy, or colorable imita- 
tion to labels, signs, prints, packages, wrappers, receptacles, or advertisements intended to be used 
upon or in connection with the sale in commerce of such goods or services, shall be liable to a 
civil action by the registrant for any or all of the remedies hereinafter provided, except that, 
under Subsection (b) hereof, the registrant shall not be entitled to recover profits or damages 
unless the acts have been committed with knowledge that such mark is intended to be used to 
cause confusion or mistake or to deceive purchasers. 

(Continue as in H. R. 5461.) 


Sec. 33 (b) (1). (P. 28, line 15) Following “registrations,” insert: “or the incontestable 
right to use the mark.” 


Sec. 33 (b) (4). (P. 28) revise to read: 

“(4) That the use by the defendant of the name, term or device charged to be an infringe- 
ment is a use other than as a trade-mark or service mark of the defendant’s individual name in his 
own business, or of the individual name of anyone in privity with the defendant who uses his own 
name in his own business, or of a term or device which is merely descriptive of and used in good 
faith to describe to users the goods or services of the defendant, or of a term or device which is 
primarily descriptive of their geographic origin; or” 


Sec. 33 (b) (5). (P. 28, line 8) Following “infringement” insert “was adopted without 
knowledge of the registrant’s prior use and” 


Sec. 2 (e). (P. 5, line 21) Following “descriptive” insert “or misdescriptive.” 


Sec. 3. (P. 6, line 15) Following “trade-marks” change period to comma and insert “except 
when used so as to represent falsely that the owner thereof makes or sells the goods on which 
such mark is used.” 


HEADING TO Sec. 4. (P. 6, line 20) Strike “collective,” and “, and association.” 


Sec. 4. (P. 6, line 23) Strike “collec-” (line 24) Strike “tive,” and “, and association” 


and “, including indica-” (line 25) Strike “tions of regional origin.” 


(P. 7, line 7) Following “trade-marks” change period to comma and insert “except when used 
so as to represent falsely that the owner thereof makes or sells the goods or performs the 
services on or in connection with which such mark is used.” 


Sec. 7 (d). (P. 9, line 17) Following “mark” insert “as amended.” 


Sec. 7 (f). (P. 10, line 12) Following “Commissioner” insert “or by an Assistant Commis- 
sioner.” 
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Sec. 8 (c). (P. 12, line 5) Following “his” strike remainder of sentence and insert in 
place thereof “acceptance or refusal thereof and, if a refusal, the reasons therefor.” 


Sec. 10. (P. 12, line 23) Following “cation” insert “to register.” 


Sec. 12 (c). (P. 15, line 5) Following “may” insert “, at any time prior to the expiration 
of the registration thereof,” 

(line 6) Strike “a statement that” and insert in place thereof “an affidavit setting forth those 
goods stated in the registration on which” and following “use” insert “in commerce.” (line 8) 
Strike words “promptly” and “said.” (line 9) Strike “statement” and insert “notice thereof.” 


Sec. 13. (P. 15, line 17) Following “Office” insert comma. (line 18) Following “therefor” 
insert comma. 


Sec. 18. (P. 18, line 24) Following “proceedings” insert colon, capitalize the first letter of 
“provided” and insert comma. 


Sec. 21. (P. 19, line 15) Strike “or” and following “proceeding,” insert “or any registrant 
who has filed an affidavit as provided in Section 8,” 


Sec. 21. (P. 19, line 22) Change period to comma and add thereafter : 
“Provided that any party who is satisfied with the decision of the Commissioner, upon the 
filing of an appeal to the Court of Customs and Patent Appeals by any dissatisfied party, shall 


have the right to elect to have all further proceedings under R. S. 4915, by election as provided 
in R. S. 4911.” 


Sec. 29. (P. 23, line 10) Strike “or ‘Registered Trade-Mark’” (lines 11 and 12) Strike 
“or T. M. R. in an ellipse thus, (T. M. R.)” 


Sec. 39. (P. 33, line 4) Strike “and” 


(line 5) Following “United States” insert “and the United States Circuit Court of Appeals 
of the District of Columbia.” 


Sec. 42 (a). (P. 34, line 4) Change “merchandise” to “goods” and “amenable” to “subject.” 


Sec. 45. (P. 43) Strike lines 7 and 8 and 14-21, inclusive (line 10) Change “registered” 
to “used.” (line 11) Change “registrant” to “owner.” (line 22) Strike comma at end of 


line and insert in place thereof “or.” (line 23) Strike “collective mark,” and “, and association 
mark.” 


Sec. 45. (P. 44, line 10) Following “two” insert “consecutive.” 


(lines 12-13) Revise to read: “When any course of conduct of the registrant, including 
acts of omission as well as commission, causes the mark to lose its” 


Sec. 45. (P. 45, line 5) Strike “to protect regis-” and all of line 6 and through “legisla- 


tion ;” on line 7. 
Sec. 46. (P. 45, lines 17 and 21) Strike “sixty days” and insert “one year.” 


Sec. 46 (b). (P. 47, line 5) Change “term” to “terms.” (P. 48, line 2) Following “effected” 
insert “on the Supplemental Register.” 


Sec. 47 (b). (P. 48, line 20) Following “Appeals” insert “or the United States Court of 
Appeals of the District of Columbia or the United States Supreme Court.” 


Section 15 


In considering possible amendments to Section 15, the Committee was guided 
by its desire to preclude the possibility of permitting an incontestable right acquired 
under Section 15 to be used in an inequitable manner. The wording of the Section 
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has been rearranged to accommodate the additional exceptions and provisos included 
in the revised draft. The major change suggested by the amendment is to make 
the incontestable right dependent upon the existence of certain facts rather than 
upon the filing of an affidavit setting forth the facts. H. R. 5461 provided for 
the filing of “proof.” Considerable discussion arose as to what would be the 
necessary proof, many believing that an affidavit would be sufficient and others that 
testimony would be required. Because of the controversy over the word “proof,” 
it was suggested that the word be changed to affidavit on the theory that if the 
affidavit contained false statements, it could be attacked on that ground. Finally, 
it was pointed out that any incontestable right should be based upon the existence 
of facts and not upon the filing of an affidavit or “proof.” This suggestion needed 
no argument to support it and was promptly adopted. 

In the course of the discussion of Section 15, it was asked whether a person 
could acquire an incontestable right in a registered mark despite the fact that a 
court had held the mark to be invalid or that a suit or proceeding was pending 
in which the validity of the mark was attacked. It was apparent that the answer 
to this question should be in the affirmative. To meet this situation, the Committee 
added the provisos which appear in Subsections (1) and (2). As H. R. 5461 
is presently drafted, it seems clear that the period of five consecutive years in which an 
affidavit may be filed might be a period which began prior to the registration of 
the mark. It was the intent of the act to provide for a five-year period during 
which the mark might be contested and in order to prevent a construction of the 
act which would defeat this intent, the Committee’s amendment provides that the 
five-year period shall be “subsequent to the date of such registration.” 

H. R. 5461 also fails to limit the incontestable right to the goods or services on 
or in connection with which the mark had been in continuous use during the five- 
year period. It was argued that it would be possible under the present provisions 
of the act for a person to claim an incontestable right in the mark on goods for 
which the mark had not been used for many years. In order to prevent any 
possible injustice from this source the Committee recommended that the incontest- 
able right be restricted to the goods or services on, or in connection with which 
such mark had been in continuous use. 

For a full understanding of the scope of Section 15, it is necessary also to con- 
sider Section 33, which provides for defenses to an action based on a mark for 
which an incontestable right has been acquired. 


SECTION 32 


The Committee spent more time on Section 32 than any other Section due 
to the fact that associations representing label and container manufacturers felt 
that Subsection (1) (c) of H. R. 5461, from a practical viewpoint, made it im- 
possible for a label or container manufacturer to do business. They argued that 
their work was in the nature of services and that in the absence of prior knowledge 
that the mark reproduced on the label or container was intended to be misused, 
the label or container manufacturer should not be liable for his profits or damages. 
It was pointed out that under this same provision newspaper publishers would be 
subject to the same responsibilities as a label or container manufacturer. The 
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Committee finally voted to strike from lines 3 to 7, inclusive, on page 27 the 
words: “with actual notice of the registrant’s claim of ownership of such mark 
and with knowledge that such reproduction, counterfeit, copy or colorable imita- 
tion is intended to be used without the consent of the registrant” and to add at 
the end of the paragraph in line 8 the words: “except that under Subsection (b) 
(which is Subsection (c) in H. R. 5461) hereof the registrant shall not be entitled 
to recover profits or damages unless the acts have been committed with knowledge 
that such mark is intended to be used to cause confusion or mistake or to deceive 
purchasers.” Under the proposed amendment a label or container manufacturer 
or a newspaper publisher would always be subject to an injunction and to a decree 
compelling the turning over of material on which the infringing mark appeared, 
but, in the absence of knowledge that the mark is intended to be misused, such 
defendants would not be subject to an accounting for profits or damages. 

The Committee felt that Subsection (1) (b) appearing in Section 32 served 
no useful purpose and recommended that it be deleted from the Section. With that 
Subsection eliminated, old Subsection (c) became new Subsection (b). 


SEcTION 33 


Subsection (b) of this Section has to do with defenses available in a suit 
based upon a mark which has become incontestable under Section 15. The first 
amendment is to Subsection (b) (1). This Subsection as drafted in H. R. 5461 
provided for the defense that the registration was obtained fraudulently. The 
amendment suggested by the Committee added also “the incontestable right to use 
the mark” so that, as amended, Subsection (1) provided for the defense “that the 
registration or the incontestable right to use the mark was obtained fraudulently.” 
This amendment was thought necessary because the defenses being set up were 
deferises based not only on the validity of the registration, but also of the incontest- 
able right given under Section 15. The invalidity of the incontestable right should 
be a valid defense just as much as the invalidity of the registration. There was no 
objection voiced to this amendment. 

Subsection (4) as it appears in H. R. 5461 obviously needs amendment. The 
subsection refers not only to a term or device but also to an individual name. There- 
fore, it is obvious that “name,” should be inserted in front of the word “term” in 
line 22 of page 28. The clause (lines 23 and 24 on page 28) “not a use as a 
trade or service mark and in a manner not likely to deceive the public” is not clear. 
The proposed amendment strikes this clause and inserts in place of it the words, 
“a use other than as a trade-mark or service mark.” This amendment should be 
considered in connection with the amendment proposed to line 3 of page 28, viz., 
strike the words “necessary truthfully” and insert in place thereof the words: 
“used in good faith.” It was felt that the phrase “necessary truthfully to describe” 
might be construed to give a registrant a right in a common descriptive term in 
cases where there were more than one descriptive term available. It was argued, 
for example, that if someone secured a registration for the term “Jack Knife,” another 
might be precluded from using that term on the theory that the term “Pocket 
Knife” was available and the term Jack Knife” therefore was not necessary truth- 
fully to describe the article. In such a case it would seem to be giving a registrant 
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an opportunity to deprive another of the right to use the English language in a 
normal way and therefore would require everyone to keep watch over the Patent 
Office to see that no one was securing rights in common descriptive words. Further- 
more, it was pointed out that in certain cases, even where the descriptive term 
involved might be necessary truthfully to describe the product, if it could be shown 
that the second user of the term had begun to use it solely in order to gain advantage 
from the registrant’s prior use, he should be restricted in his use of it. The Com- 
mittee felt that the words “used in good faith’ gave more equitable and more cer- 
tain protection to the trade-mark owner and to the public generally than did the 
phrase “necessary truthfully.” In considering this amendment it must be borne 
in mind that in no event under Subsection (4) can a registered descriptive term 
be used by another than the registrant as a trade-mark or service mark. When 
the phrase “necessary truthfully to describe” was first suggested and considered, the 
requirement that the descriptive term be not used as a trade-mark or a service 
mark had not been inserted in the Subsection. The Committee felt that with the 
inclusion of the requirement that the descriptive term be not used by another than 
the registrant as a trade-mark or service mark, the trade-mark owner is protected 
and the defendant is also protected if he is permitted to defend upon the ground 
that the term as used is merely descriptive and used in good faith to describe to 
users the goods or services of the defendant. 

The proposed amendment to Subsection 5 added after the word “infringement” 
in line 8, page 29, the words: “was adopted without knowledge of the registrant’s 
prior use and.” It was felt that, where a mark was adopted with knowledge of 
the registrant’s prior use, the owner should not be entitled to a valid defense even 
though the mark had been continuously used from a date prior to the publication 
of the registered mark. This proposed amendment is intended to preclude a de- 
fendant from setting up a defense which necessarily would be founded on his own 
fraud. 

SEcTIONS 3 AND 4 


The amendments proposed to Sections 3 and 4 and to Section 45, lines 7, 8, 14 
to 21 inclusive, 22 and 23 of page 43, should be considered together. The Com- 
mittee felt that the Bill should recognize three types of marks, namely, trade-mark, 
service mark and certification mark. It felt that an association mark and a collec- 
tive mark should not be tied up solely with a certification mark, since certainly an 
association mark might very well be a trade-mark or a service mark and the same 
might be true of a collective mark. The definition of the term “person” (pages 41 
and 42 seems sufficiently broad to cover any association or collectivity and any such 
“person” could secure registration of a mark in one of the three categories, viz., 
trade-mark, service mark or certification mark. It does not seem likely that any- 
thing can be gained by grouping association marks, collective marks and certifica- 
tion marks under one heading, and considerable confusion might result from so 
doing. The Committee, therefore, proposed to eliminate association marks and 
collective marks from Sections 4 and 45. 

The Committee proposed to include both in Section 3 and Section 4 a limitation to 
the rights secured by registration of a service mark or a certification mark to prevent 
the misuse of such marks. Heretofore, marks used to indicate the source or origin 





kA pee wa 








ok AIAN Oper Came 





PROPOSED AMENDMENTS TO LANHAM BILL 149 





of goods, namely, trade-marks, have been recognized under the statutes. It is 
possible that, with two new types of marks provided for, the owners of such marks 
may hold them out as trade-marks, and if by so doing they misrepresent the source 
or origin of the goods, the Committee felt they should be deprived of the benefit of 
the statute. The term “certification mark” (p. 43) is defined as a mark indicating 
that the goods or services for which it is registered are certified by the registrant 
as to regional or other origin, material, mode of manufacture, quality, accuracy, or 
other characteristic. From this definition, it seems clear that the owner of a 
certification mark may secure registration which is intended to certify to some 
“characteristic” of goods or services. The mark then should have an entirely 
different significance from a normal trade-mark, and if the owner of such a mark 
uses it as a trade-mark rather than a certification mark under the proposed amend- 
ment of the Committee, he would be deprived of his right to protection of his mark 
under the statute. A simple way for an owner of a certification mark to avoid 
any difficulty would be to use the mark in connection with the words “Certified 
by” or “Approved by.” To a lesser degree, a service mark might be misused in 
the same manner and for that reason the same provision has been proposed for 
Section 3. 


SECTION 12 


The proposed amendment to this Section makes it clear that the action prescribed 
by Subsection (c) of Section 12 may be taken at any time prior to the expiration 
of the registration concerned and also provides for an “affidavit” instead of a 
“statement” and limits the affidavit to the goods stated in the registration on which 
said mark is in use in commerce. The proposed amendment also removes the re- 
quirement that the Commissioner publish “promptly” and thereby permits the Com- 
missioner to publish in due course. It is anticipated that numerous affidavits will 
be presented to the Patent Office and if the Commissioner is required to “publish” 
notice thereof promptly, it might be an undue hardship. The Commissioner also 
is required by the proposed amendment to publish a notice that the affidavit has 
been filed rather than the complete statement as required by the present draft of 


H. R. 5461. 
SECTION 21 


Section 21 provides either for an appeal from the decision of the Commissioner 
to the United States Court of Customs and Patent Appeals or a proceeding under 
Section 4915 of the Revised Statutes. The present draft of H. R. 5461 does not 
give the right of appeal or of proceeding under 4915 to a registrant who has filed 
an affidavit, as provided in Section 8 and is dissatisfied with the Commissioner’s 
decision. Section 8 gives the Commissioner discretion to determine the sufficiency 
of an affidavit, showing that the non-use of a mark is due to special circumstances 
which excuse such non-use and is not due to any intention to abandon the mark. 
The Committee felt that the decision of the Commissioner on this affidavit might 
be of great importance and, therefore, a right to appeal or a right to proceed under 
4915 should be given to such registrant, and the Committee proposed to amend the 
Section accordingly. 

At the hearing on the proposed amendments before the Section, a further amend- 
ment to Section 21 was proposed from the floor and approved by the Section and 





150 THIRTY-SIX TRADE-MARK BULLETIN 


later by the Association. This amendment was intended to make it clear that the 
satisfied party in a trade-mark proceeding could require the dissatisfied party to 
proceed under R. S. 4915 rather than by appeal to the Court of Customs and 
Patent Appeals. Under the decisions, there seems to be some question whether 
this right is always given in patent appeals, and it was the intention of the Section 
to make it clear that in trade-mark proceedings the right should be available. 


SECTION 29 


Section 29 deals with notice of registration. The proposed amendment elimi- 
nates some of these permissive markings. The phrase “Registered Trade-Mark” 
was thought unnecessary, since it might be confused with a state trade-mark regis- 
tration. The marking “T M R” in an ellipse was thought unnecessary in view of 
the permissive use of the letter “R” in a circle. Every trade-mark owner no doubt 
will desire to give the fullest notice of registration which the size of the product 
will permit. In cases where it is impossible to use a full marking or an abbreviation 
thereof, the Committee felt the marking should be restricted to one symbol and that 
the symbol “R” within a circle was the most acceptable symbol. The restriction 
of this type of marking to the one symbol will tend to cause that symbol to be recog- 
nized as a trade-mark registration notice just as the letter “C” in a circle is now 
recognized as a copyright notice. 


AMENDMENTS TO OTHER SECTIONS 


There are a number of amendments listed above which were made for clarifica- 
tion of the language or improvement of form. No discussion of the advisability of 
these proposed amendments seems necessary. Many of them were suggested un- 
officially by First Assistant Commissioner Frazer, as was the case with the proposed 
amendment to defer the effective date of the act to one year from its enactment, 
instead of sixty days. 

The underlying object of the new trade-mark legislation is further to protect 
the public from deception and at the same time to make the rights of trade-mark 
owners more secure. Whether deception of the public results is used as a standard 
in the new legislation more than in any previous legislation. Likewise, every 
attempt has been made to give greater security to trade-mark owners so that there 
will be an incentive to register. If there is a sufficient incentive to register, we 
can expect the file of registrations in the Patent Office to become more complete 
as the years go by, with the result that trade-mark users can more easily and more 
certainly select valid trade-marks. Everyone seems to agree that the new legislation 
gives a much greater incentive to register than any previous legislation. 

Many people say that the principal incentive to register comes from the incon- 
testability provision, Section 15. This Section was the subject of much of the 
discussion at the Committee and Section meetings. 

The theory behind this Section is that if a trade-mark owner in effect “posts” 
his claim of ownership for a period of five years during which he is using his 
mark, anyone claiming adverse rights should litigate them prior to the expiration 
of the five-year period. If a person began to use a mark prior to the earliest use 
of the same mark by the registrant, this person is entitled, during the five-year 
period, to cancel the registrant’s mark and register his own mark. In case such 
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a person is so negligent as not to take action within the five-year period, nevertheless 
such person’s rights acquired prior to the publication of registrant’s mark cannot 
be molested by the registrant, even though his mark has become incontestable (Sec- 
tions 15 and 33 (b) (5) ). 

On the other hand, if a person begins to use a mark subsequent to the “registra- 
tion” of the same mark by someone else, then such use is not an “innocent” use, 
since Section 22 makes registration constructive notice. In such a case, if the 
registrant secured a proper incontestable right, the second user would have no 
defense to an injunction against use in commerce, even though he had continued 
to use his mark for as long as four years or more. The basic ground for this lack 
of defense is not the incontestability Section, but rather Section 22, which makes 
registration constructive notice. If we accept the propriety of the constructive 
notice Section, then it would seem that before anyone begins to use a trade-mark 
he has an obligation to look in the Patent Office. The obligation is not different 
from the obligation of a person who starts a rock rolling downhill. Anyone so 
doing is responsible for the damage reasonably attributable to the rock. Likewise, 
if a person starts using a trade-mark without taking the precaution (which is believed 
to be reasonable and necessary for the future development of trade-mark law in this 
country) of examining the Patent Office files to see whether somebody claims 
that trade-mark, then he does so at his own peril and his use of an infringing mark 
cannot be innocent. 

Under the common law, there are cases holding that a person cannot prevent 
the natural expansion of a registrant’s business by using the registrant’s mark, 
even though the registrant has not actually made sales of goods bearing his mark 
in the territory where that person does business. Is not the constructive notice 
of Section 22 within this phase of the common law? Registration in the Patent 
Office, under H. R. 5461, becomes the equivalent of notice to the country that the 
registrant claims the exclusive right to use his mark in the territory where he 
is using it and the right to expand throughout the country. 

Because of the foregoing, it would seem that once we accept the principle of 
constructive notice, there is no real objection to the incontestability feature. This 
feature in effect is merely an application of the principle that by continued use, by 
passage of time and acquiescence of others the rights of a registrant should become 
incontestable. 

A trade-mark owner at some time or other should be able to go into court 
free from defenses of invalidity. If such a right might become the subject of 
traffic in trade-marks, there would be serious objection to it. But the present 
Lanham bill is directed against traffic in trade-marks. Every right is based on 
use. Even the incontestability right is based on use. And to prevent improper 
assignments, it is a ground for cancellation under Section 14 (c) which may be 
advanced at any time, that the registered mark has been assigned and is being used 
by or with the permission of the assignee so as to misrepresent the source of the 
goods or services, and likewise, the same is a good defense to an action for infringe- 
ment of a registered mark which has become incontestable (Section 33 (b) (3) ). 

The objection has been advanced to Section 15, that a person might begin 
to use a trade-mark without actual knowledge of the registrant’s mark and use it 
for several years before being confronted with an infringement suit based upon a 
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mark which has become incontestable. But this objection should be directed to 
Section 22 rather than to Section 15. And, strangely enough, there seems to have 
been no objection voiced to Section 22 throughout the long period of strife and 
turmoil over the new trade-mark legislation. 

It is the opinion of the writer that the enactment of H. R. 5461, with the amend- 
ments here proposed, will give the country a satisfactory trade-mark statute. 





THE NEW RULES FOR THE REGISTRATION AND CANCELLATION 
OF TRADE-MARKS IN CALIFORNIA 


By James M. Naylor 


Member of the San Francisco Bar * 


The rules for the registration and cancellation of trade-marks recently adopted 
by the Secretary of State of California (see Trade-Mark Reporter, Vol. 31, page 
132) are convincing evidence of how improvements can be effected in the practice 
of the law when the lawyers most concerned and the authorities charged with the 
administration of the laws are willing to sit at the round table and frankly discuss 
the subject. 

The historical facts leading up to the adoption of the new rules are worthy of 
recital. Prior to the year 1939, it was brought to the attention of the membership 
of the San Francisco Patent Law Association that the trade-mark laws of this state 
were in deplorable shape consisting, as they did, of various and sundry ambiguous 
and conflicting sections scattered through the Political, Civil, and Penal Codes and 
other laws of the state. Inquiry developed the fact that the office of the Secretary 
of State was interested in modernizing the procedural laws with the administration 
of which it was charged. 

A special trade-mark committee appointed by the San Francisco Patent Law 
Association reached the conclusion that, for practical reasons, efforts to revise the 
laws should be restricted largely to the procedural provisions. The committee then 
held meetings, open to any person interested in the subject, and subsequently pro- 
posed legislation which was passed by the 1939 session of the State Legislature. 
The changes were limited to Political Code Sections 3,197, 3,198, and 3,199 and 
were designed to adopt, in the State, the practice set up in the Federal Act of 1905, 
as amended. 

As might well be expected, some difficulties arose in the transition from the old 
practice to the new. By far the most vexatious problem was the interpretation to 
be placed on the inhibitory language “merely descriptive” and “merely geographical”’ 
in the section defining registrable marks. Considering the “now yea and now nae” 
attitude of the Patent Office and its appellate tribunals on this same subject for the 
past thirty-six years, it would have been surprising indeed if the Secretary of State 
had been able to immediately hit upon a policy pleasing to all. 


* Mr. Naylor’s article should be read in conjunction with the new California Trade-Mark 
Rules which were reprinted in full in the October issue of the Reporter—Eb. 

1. Now embraced in the California Business and Professional Code, Sections 14,200-14,290, 
as a result of the enactment of legislation in 1941 adopting the splendid work done by the Cali- 
fornia Code Commission toward re-codification of the law on this and kindred subjects. 
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It was at this point that the Secretary of State called upon all interested in the 
subject of trade-marks to meet with him at Sacramento, Calif., in an open hearing 
for an airing of the problem. This meeting was attended by representatives of 
various manufacturing and selling groups, the San Francisco Patent Law Associa- 
tion, the Los Angeles Patent Law Association, and the then newly organized 
California State Bar Conference on Patent, Trade-Mark, and Copyright Law. 
The Secretary of State opened the meeting by a brief review of the problem and 
called for expressions of opinion as to whether the solution was to be found in 
amendatory legislation or by his adoption of new rules covering the registration 
of trade-marks. The discussion that followed indicated that it was the consensus of 
opinion that the promulgation of a new set of rules would probably bring about the 
desired result. 

Following the hearing, representatives of the three professional groups above- 
named collaborated in the preparation of a draft of new rules for adoption by the 
Secretary of State, and these were accepted subject only to minor modifications 
touching upon the details of office administration. 

Rule 1 reflects the policy of the Secretary of State in the administration of the 
trade-mark laws relating to registration of claims to trade-marks providing that a 
broad and liberal construction should be placed upon them to the end that as com- 
plete a registration as possible of marks in use shall be made, consonant with the 
principles of the common law, statutes of this state, and decisions of the courts of 
this state and the Federal courts. Rule I is obviously predicated on the proposi- 
tion that, since the registration of a trade-mark gives no substantive rights but 
merely confers procedural advantages, it is far better to resolve the doubts in favor 
of registration and leave it strictly to the courts to determine the validity of a given 
trade-mark. It is also indicated that applicants may have access to the great body 
of case law available throughout the land on the question of registration. 

Rule 2 requires no special comment beyond noting that trade-names are not 
registrable in the trade-mark register.” 

Rule 3 contains a pretty clear statement of how the Secretary of State will inter- 
pret the word “merely” in its statutory relation to descriptive and geographical 
terms. If the trade-mark has a significance other than descriptive or geographical, 
or if the mark is combined with other distinctive coined or fanciful matter, then the 
mark will not be regarded as “merely” descriptive or “merely” geographical. This 
is in keeping with the definition of appropriable trade-marks given in the Business 
and Professions Code, Sections 14,201, which definition had its origin in the second 
clause of Civil Code Section 991. Moreover, a disclaimer practice established. 

Rule 4 is but a reasonable restatement of the counterpart of Section 5 of the 
Act of 1905 and requires no special comment. 

Rule 5 contains an innovation, in so far as we are advised, in state trade-mark 
practice in that it regards the fact of registration in the United States Patent Office 
under the Act of 1905 as prima facie evidence of registrability in this state, if the 


2. Trade-names and designations are covered in the California Business and Professions 
Code, Sections 14,400-14,491. Provision is made therein for protection of container brands 
(Secs. 14,425 et seq.); farm names (Secs. 14,460-14,465); and laundry-supply designations 
(Secs. 14,480 and 14,491). 
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mark has been used on the goods in commerce in this state with a saving clause to 
prevent duplicate registrations by several claimants. 

Rules 6 and 12 are in keeping with the examination practice in the Patent Office 
in providing for (a) notice to the applicant as to the basis of the rejection and 
(b) setting forth the manner in which a showing in support of registrability may 
be made. Rule 12 is in part novel in providing review of the application by a person 
appointed by the Secretary of State who has not previously passed upon the merits 
of the application ; and it is thought that a review of this type will avoid the possi- 
bility of examination becoming stereotyped. The “review” practice contemplated 
by this rule is, in effect, a compromise, as it had been suggested that provision be 
made for an appeal from a final rejection. The Secretary of State declined this sug- 
gestion on the ground that he did not have, within the present laws, the necessary 
machinery for that type of procedure. 

Rule 7 has to do with cancellation of prior registrations. Subdivisions (a) and 
(c) will be found useful in clearing the register of “dead wood” in the way of 
marks long since abandoned. Removal from the register of abandoned marks has 
heretofore been a very troublesome process because the term of registration was 
perpetual, and the Secretary of State was reluctant to cancel the registration of an 
abandoned mark, in the absence of some permissive statutory language, regardless 
of how clear and convincing the proofs were.* 

Subdivisions (b) and (d) should be read together, the former covering a 
situation in which an infringer’s registered mark may have been ordered cancelled 
as a part of the relief granted to the plaintiff, and the latter relating directly to an 
equivalent of the interference practice under the Act of 1905, but requiring an action 
in the Superior Court. 

The remaining rules, 8, 9, 10, 11, 13, 14, and 15, relating to the furnishing of 
copies, separate application in each separate class, adoption of the Patent Office 
classification, fees for application, prescribing the form of the application, and the 
recordation of assignments are plain and require no special interpretation or com- 
ments; however, an opinion by the Attorney General of the State of California 
requires a separate assignment for each mark transferred and the payment of a 
separate statutory recordation fee of $5 for each assignment. Such a fee schedule 
was not contemplated by those active in securing adoption of the legislation, but it 
is believed that the matter can be corrected in the near future by legislation. 

In any comment on these new rules it is fitting that mention be made of the 
splendid, cooperative spirit shown by Mr. Paul Peek, the present Secretary of 
State, in the work which has been done to date. Mr. Peek attended the annual 
meeting of the State Bar Conference on Patent, Trade-Mark, and Copyright Law, 
held at Yosemite National Park in September, in conjunction with the California 
State Bar Convention, and participated in a discussion of the subject. Mr. Peek 
also made several suggestions as to further work on the problem and offered con- 


tinuing cooperation with the bar group. It is in this manner that constructive things 
are accomplished. 


3. Business and Professions Code, Section 1,438 now fixes the term of registration at twenty 
years; Sections 14,239-14,240 provide for renewal for like periods; and Section 14,241 requires 


the Secretary of State to give notice of expiration not less than seven months prior to the date 
of expiration. 
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It is the intention of the Bar of California to carefully watch the practical work- 
ings of the trade-mark law and the rules of practice discussed herein with a view 
to constant cooperation with the office of the Secretary of State toward constant 
improvement of the procedure, both from the standpoint of administration of the 
law and with a view to serving the businessmen who seek registration in this State. 

In closing, it should be said that the problems attendant upon registration in 
the State of California are regarded as purely local in character, and no effort has 
been made by anyone to overemphasize the importance of state registration. On 
the contrary, we recognize that there are in this State countless local businesses 
engaged solely in intrastate commerce which must look to the sovereignity of the 
State for the registration and protection of their trade-mark property. It is the 
members of this group whom all concerned have endeavored to serve. 





SCOPE AND EFFECT OF RECENT AMENDMENTS TO THE ILLINOIS 
TRADE-MARK ACT 


By Edward J. Hughes 
Secretary of State of Illinois 


The recent amendments to the Illinois Trade-Mark Act added at the last regular 
session of the General Assembly have raised questions of interpretation which 
should be explained to holders of registrations in the State, to firms doing business 
in the State and the owners of trade-marks with common-law rights, as well as to 
prospective registrants. 

It might be well to preface the explanatory data with a view of the situation 
which confronted the drafters of the amendments and those charged with the 
administration of registering marks in Illinois which directly provoked the resulting 
legislation. The parent act had been passed in 1891* and, except for a few minor 
amendments, had remained untouched for fifty years, with the exception of the 
adoption of the federal classification as part of the act in 1935.2 As the law made 
no provision for the duration of existence for the rights conferred thereunder, it 
was necessarily presumed that the grant was perpetual in spite of the fact that 
many registrations were abandoned within a short time after they were filed. Con- 
sequently, it became a common occurrence for a prospective registrant to be pre- 


Note: In the September, 1941, issue of the Trade-Mark Reporter we published in full an 
important amendment to the Illinois Trade-Mark Act requiring an affidavit of continued use of 
a registered trade-mark every eight years and a filing fee of $1.00 to accompany such affidavit. 

The Association has received many letters inquiring as to the scope and significance of this 
amendment. The question was asked particularly whether registration in Illinois became 
mandatory as a result of the amendment and to what extent, if any, common-law rights were 
affected thereby. The Association has likewise been asked to make recommendations as to the 
advisability of having similar amendments passed in other states where, under present law, a 
state registration is perpetual. 

In order to satisfactorily answer all inquiries and take a position with regard to legislation 
in other states, the Association has asked the Secretary of State of Illinois for an official inter- 
pretation of the recent amendment. Because of the great importance of this matter to trade- 
mark owners, we here reprint in full the statement just received from the Secretary of State of 
Illinois, Hon. Edward J. Hughes. 

1. Act of May 8, 1891, Chapter 140, Illinois Revised Statutes, p. 3159. 
2. As amended by act approved July 2, 1935. Session Laws of 1935. 1434. 
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cluded from registering his proposed trade-mark due to a prior registration, with 
no machinery for cancellation of such mark, in spite of the fact that it might be 
proven conclusively to have been abandoned, the corporation to have been dissolved 
or the individual holder thereof to have been deceased. 

With this in mind the amendments were enacted and it is hoped that they will 
serve to clear the files of dead timber which hinder bona fide prospective regis- 
trants. Section 3a is designed to set the cancellation machinery in motion once 
every eight years subsequent to January 1, 1942, by requiring a report with a filing 
fee of $1.00. This report with a nominal filing fee should not harass or work a 
hardship on anyone, yet it will serve as a means of purging decadent registrations 
and at the same time afford holders of active marks an opportunity to reaffirm 
their claims publicly in the State of Illinois in a document which is a matter of 
public record. 

The three most common questions to occur are: (1) under the new regulations 
does the registration of such marks as are provided for by statute become manda- 
tory; (2) what is the effect on the status of common-law trade-marks now in use 
in the State of Illinois, but not registered there; and (3) does the required report 
amount to a re-registration ? 

(1) Registration in Illinois is in no sense mandatory. On the contrary, Edward 
J. Hughes, the present Secretary of State and ex-officio administrator of trade- 
mark registrations, has been a leading opponent of mandatory trade-mark legisla- 
tion, particularly before the National Association of Secretaries of State. While 
the language of the act, by the use of “‘shall’’ might be construed to be mandatory 
such an interpretation has never been entertained during his tenure of office. 

(2) Common-law rights in trade-marks used in Illinois but not registered 
therein are not affected by these amendments. It has long been the law in this 
State that in situations not specifically covered by statute the common law shall 
apply. Consequently, if registrations are not mandatory in that no penalty is 
provided for failure to file, then it must be optional and the act is an enabling act 
providing a means of serving notice and creating a presumption of first use in 
favor of the registrant with no effect on rights acquired in marks by virtue of the 
common law. (Chapter 28, p. 751, Illinois Revised Statutes, Act of March 5, 1874.) 

3. The report does not amount to a re-registration. It is a report on the status 
of the mark in Illinois at the present time. Facsimiles are not required nor is a 
certificate of registration issued. 

The act calls for the report to be filed not later than January 1, 1942. Anyone 
filing on, let us say November 11, 1945, will not be required to file a report until 
the next regular filing date, namely, January 1, 1950. A “waiting period” of one 
year is provided for before final notice is to be given of failure to file and an addi- 
tional thirty days before final cancellation is made must elapse after mailing of 
such notice. In this connection it might be well to assure everyone concerned that 
every effort will be made during the “waiting period” to reach the holders of 
registrations actively in use. However, as the mailing lists were compiled from 
records fifty years old many of the addresses are obsolete and anyone who has not 
been in receipt of a report blank by now should secure one at once. 
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